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PATENT 

XI THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application of: Raju Kucherlapati et al. 

na/mi aoi Group Art Unit: 1804 

serial No.: 08/031, soi » f 

Filed: March 15, 1993 Examiner: S. Ziska 

For: GENERATION OF XENOGENEIC Group Director: John Doll 

ANTIBODIES At ty Docket No. : 7639-031-999 
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Assistant commissioner for Patents 
Washington, D.C 20231 

Applicants hereby request expedited mailing of the 
fo rmal Notice of Allowance and issuance of a V^tjn 
connection with the above-captioned patent application. 

B y way of background, the PTO Examiner handling the 
ab0 ve-captioned patent application, Suzanne E. Ziska, 

.. „_ M - rc h i 1996 suspending ex 

mailed a communication on March 1, is v 

parte prosecution of the application for six (6) months 
for reason of a potential interference. 

On April 30, 1996, Examiner Suzanne E. Ziska mailed 
a Notice of Allowability, an Examiner Interview Summary 
Lcora recording an Interview of April 24, 1996), and an 
Taliner-s Amendment. As such, the application was in 
condition for allowance, and the formal Notxce of 
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Allowance could be mailed but for the potential 
interference • 

It i. the Applicant" unhanding and belief that 
the potential interference would be between Applicants 

instant patent oVenPharm 
orogeny thereof) to Kay and Lunberg, assignee 
international. U.S. Serial Ho. 07/574.743. filed August 

07/574,748 from the publicly available priority oo 
referenced in PCT/»s/9l,06l8 5 . published as pct wo 
92/03918, published Harch 19, 1992. A copy of the cover 
page of the published PCT HO 92/03918 document is 
attached. Assuming that these are the 

applications, AppUcants. instant patent applicat on has 
priority date, of January 12. «... —ember 8 19*0 and 
July 24, 1992. Applicants' earliest priority date is 
m ^ 3IL ^ S ^ S ^ earlier than the purported 
conflicting patent application priority date. MPEP S2303 
states in part: 

interferences will Dfit ^declared 
between pending ^pplxcations if there 
is a difference of more than 3 months 
in the effective filing dates of the 
oldest and the next oldest 
applications, in the case of 
indentions of a simple character, or 
a difference of more than 6 months in 
?he effective filing dates of the 
Applications in other cases, except 
in %xceDtional situations, as 
det£mX.d mJ _t« r J v 3 rt hY 
director . (Emphasis added) 

Applicants, files do not indicate that the group 
director approved of proceeding with an interference 
Therefore, if the above-captioned patent application file 
Z been forwarded to the PTO Board of Patent W-U- 
mterterences, the application shouid be r^l to the 
attention of the group director of Group 1800 to 
determine if this is an aXSSB ^ -~ ""^f^ 
declaration of an interference. Applicants are of 
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view that there are no circumstances as enumerated in 
MPEP §2303 which warrant this being an exceptional 
situation. 

Accordingly, the infant application should be 
formally allowed, the Base Issue Fee -ailed to Applicants 
^edited issuance upon payment of the Base issue Fee 
should processed. Such action is earnestly solicited. 

Respectfully submitted, 

^^-2^227. 





Date « / ( I \AV - Albert pT Halluin (Reg . No . ) 



PENNIE & EDMONDS 
1155 Avenue of the Americas 
New York, New York 10036-2711 
(415) 854-3660 
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MANUAL OF PATENT £ 

2303 

COMMON OWNERSHIP 

Where applications by different inventive entities but of 
common ownership claim the same subject matter or subject 
matter that is not patentable* different: 

I- Interference therebetween is normally not instituted 
since there is no conflict of interest. Elimination of conflicting 
claims from all except one case should usually be Required, 37 
CFR 1.78(c). The common assignee must determine the 
application in which the conflicting claims are properly 
placed. Treatment by rejection is set forth in MPEP § 504.03. 

II. Where an interference with a third party is found to 
exist, the commonly owned application having the earliest 
effective filing date will be placed in interference wirh the 
third party. Tne common assignee may move during the 
interference under 37 CFR 1.633(d) to substitute the other 
commonly owned application, if desired. 

2303 Interference Between Applications 

37 CPA 2,603. Interference between applications: subject matter of the 
inteTfcTznce* 

Before antnlsrference is declared between rwo or more applications, Ihe 
examiner must be of ihe opinion ihat there is interfering subject matter 
claimed in the applications "hieh is pa rentable to each applicant subject to a 
judgment in ihe in'xflrrcnce. The interfering subject matter shall be defined 
by one Of mors counts. Each count shall define a separate patentable 
invention. Each application must contain, or be amended to contain, at least 
one claim which corresponds lo each count. All daims in ihe applications 
which define the same patentable invention as a count shall be designated to 
correspond to ihe count. 

Where two or more applications are found to be claiming 
the same patentable invention, they may be put in interfer- 
ence, dependent on the status of the respective applications 
and the difference between their filing dates. One of the 
applications should be in condition for allowance. Unusual 
circumstances may justify an exception to this if the approval 
of the group director is obtained. 

Interferences will not be declared between pending appli- 
cations if there is a difference of more than 3 months in the 
effective filing dates of the oldest and the next oldest applica- 
tions, in the case of inventions of a simple character, or a dif- 
ference of more than 6 months in the effective filing dates of 
ihe applications in other cases, except in exceptional situa- 
tions, as determined and approved by the group director. One 
such exceptional situation would be where one application 
has the earliest effective filing date based on foreign priority 
and the other application has the earliest effective United 
States filing da:e. If an interference is declared, all applica- 
tions having the interfering subject matter should be in- 
cluded. 



MINING PROCEDURE 

Before taking any steps looking to the formation of an in- " 
terference, it is essential that the examiner make certain that 
each of the prospective panics is claiming the same patent- - 
able invention (as defined in 37 CFR i.60l(n)) and that at 
least one claim of each party corresponds to each count of the 
interference and is clearly readable upon the disclosure of. 
that party and allowable in its application. 

It is to be noted that while the claims of two or more appli- 
cants may not be identical, yet if directed to the same patent- 
able invention, an interference exists. But mere disclosure by 
an applicant of an invention which he or she is not claiming 
does not afford a ground for suggesting to that applicant a 
claim for the said invention based upon claims from another 
application that is claiming the invention. The intention of 
the pariies to claim che same patentable invention, as ex- 
pressed in the summary of the invention or elsewhere in the 
disclosure or in the claims, is an essential in every instance. 

Where the subject matter found to be allowable in one 
applicacion is disclosed and claimed in another application, 
but the claims therein to such subject matter are either non- 
elected or subject to election, the question of interference 
should be considered. The requirement of 37 CFR L601(i) 
that the conflicting applications shall contain claims for the 
same patentable invention should be interpreted as meaning 
generally that the conflicting claimed subject matter is suffi- 
ciently supported in each application and is patentable xo each 
applicant over the prior an. The statutory requirement of first 
inventorship is of transcendent importance and every effort 
should be made to avoid the improvident issuance of a patent 
where there is an adverse claimant. 

Following are illustrative situations where the examiner 
should take action toward instituting interference: 

A. Application filed with claims to divisible inventions I 
and II, Before action requiring restriction is made, examine: 
discovers another case having claims to invention I. 

The situation is not altered by the fact that a requirement 
for restriction had actually been made but had not been re- 
sponded to. Nor is the situation materially different if an 
election of nonintenering subject matter had been made 
without traverse but no action given on the merits of the 
elected invention. 

B- Application filed with claims to divisible inventions 1 
and 11 and in response to a requirement for restriction, 
applicant traverses the same and elects invention L Examiner 
gives an action on the merits of I. Examiner subsequently 
finds an application to another containing allowed claims to 
invention II and which is ready for issue. 

Tne situation is not altered by the fact that the election is 
made without traverse and the nonelected claims possibly 
cancelled. 
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V- D INTELLECTUAL ?RO?=RTY ORGANIZATION 
Intcmaiional DurciL* 




PCT 

INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATENT COOPERATION TREATY (PCT) 



(51) International Patent Gasification * : 




(1 1) International Publication Number: 


WO 92/03918 j 


A01H1/00, C07H21/00 


Al 


(Jj) International Publication Dat»: 


19 March 1992(19.03.92) j 



{21) International Application Number: PCT/US9 1 /06 1 S3 

(22) International Filing Date: 23 August (991 (23.05.91) 



(M» Prioritv dara: 
574.743 
575.962 



29 August 1 990 (29 .OS. 90) US 
31 August 1990(31,08,90) US i 



($0) Parent Application or Grant 
t6?) Related by Continuation 
US 

Filed on 



29 Auau$: 



574,74$ (CIP) 
1990 (29.08-90) 



(T n Applicant (for all designated Stares except US*: GEN- 
PH ARM INTERNATIONAL. INC. [US/US]; 2375 
Garcia Avenue. Moumzin View, Ca 94043 (US>. 

(72) Inventors: and 

(o) Inventors/Applicants tfnr US anfvi : LONBERG. Nils [US/ 
USI: 550 Batterv Street. * 1 202. San Francisco, CA 941 11 
(US). KAY, Robert, M- [US/USI; 155 Jackson Street. 
*230I.San Francesco. CA 9-1 1 U (US). 



(74) Agent: HESLIN, James. M.*. Tcnvn<end and Town send. J 
One Market Plaza, inon Steuan Tower. Sun Francisco. 1 
Ca 94105 (US). 

(SI) Designated States; AT. AT (European patent). AU. B8. BE 
(European patent). Br COaPJ patent), BG. BJ (OAPI 
oateni). BR, Ca 4 CP (OAPI patent), CG (OaPI patent). 
CH. CH (European p^:enO. Cl (OAPI patent), CM 
(OaPI patent;. DE. DE (European patent). DK. OK 
(European patent). ES. £S (European patent). Ff. FR 
(European patent). Ga (OaPI patent). GB, GB (Euro- 
pean patent). CN (OAP! patent). GR (European pa- 
tent), HU. IT (European patent). JP. KP. KR. UK. LU. 
LU (European patent), NIC, MC, ML (OAPI patent). 
MR (OaPI patent), MW, N [_ NL (European patent). 
NO. PL. RO. SO. SE. SE (European pa;enu. SN iOaPI 
patent). SU',TD (OA?I patent). TG (OaPI patent). US. 

Published 

With international search nphrt. \ 
Before the expiratiem of the time limit fur a wit din* the ■ 
claims and to he republished in Otc c^vnt nf the receipt of ) 
amendments. 



(54)TitU: TRANSGENIC NON-HUMAN ANIMALS CAPABLE OF PRODUCING HETEROLOGOUS ANTIBODIES 



(57) Abstract 

Tht invention relates to transgenic non*human animals capable of producing heterologous antibodies, i.r. antibodies en. 
coded by immunoglobulin heavy and light chain genes not normally found in the genome of that species of non-humcn animal. 
In one aspect of the invention, iransgenes encoding unrearranged heterologous human immunoglobulin heavy and light chain? 

; 2rt introduced into a non-human animal thereby forming a transgenic animal capable of producing antibodies encoded by hu- 
man immunoglobulin genes. Such heterologous human antibodies are produced in B-ctlls which are thereafter immortalized. jr. jr.. 
by fusing with an immonaluing cell line such as a myeloma or by manipulating such B-cells by e;her techniques to perpetuate a 
cell line capable of producing a monoclonal heterologous antibody. The invention also rela;e> to heavy and light chain immunog* 

: lobulin transgenes for making such transgenic non-human animals as well as methods and vectors for disrupting endogenous im- 

! munoglobulin loci in the transgenic animal. The invention also includes methods to generate a synthetic immunoglobulin variable 
region gene segment repertoire used in transgene construction and methods to induce heterologous antibody pro'duction using an- 

' imuls containing heterologous rearranged or unrearranged heavy and light chain immunoglobulin iritn<uene$. 
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P. 01 



TO 



Mam* Mai Cashion 



tm» interference Administrator 
Dept. _ 



Company or Firm U.S. PTQ 
Address 



Facsimile Tel. * 703/308-7953 



FROM 

Pennie & Edmonds 

2730 Sand Hill Road 
Menlo Park. CA 94025 
Telephone: (415)854-3660 
Fax No.: (415) 854-3694 
MCI Mail: 561-3768 



Name of Sender Albert P. Halluin 

PiatP August 9. 1996 

For 



ctlit-.n t rail Genesvs 



Menlo Park, CA. Time. 
Pages (including this page)_6_ 
File * 7639-003 1-999 



If there is a problem with this transmittal, please telephone us at 
(41 5) 926 - 7457 and ask for Alice Tarn. 



COMMENTS 



Dear Mr. Cashion, 



Please 



rail me at 4lR/«*4-3660 a * snnn as possible SO That we can avoid 



■ ■nnA^Marv burd °" ««H ~"»n*s to the PTQ and my cliwir with respect to this possibl j 
intflrferen r-B. Thanks. . . . ■ 



this Facsimile Message Is Confidential And May Contain Attorney Privileged 

^IFORMA^ON^ITEN DED QM1 FOR THE USE OF THE IND.V.DUAL OR COMPANY NAMED ABOVE. 

If the reader is not the intended recipient, or the employee or agent responsible to Oliver it to the 
ntended recipient, you are hereby notified that any dissemination. d.str.bution or copying of th.s 
VXSSS^S^ prohibited. If you have <^**^^^££1 
immediately notify us by telephone, so that we may arrange for the return of the original message 

to us. Thank you, 



PEMP-60382.L 



